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KEMARKS 

Claims 1-9 arc now pending in this application. Claims 1,4, and 6 arc independent No 
claiitis have been amended or canceled, and claims 5-9 have been added by this amendment. 
There is no new mailer involved with any new claim, 

Anticipatif>n_Rjejection Over Matsushita 

Withdrawal of the rejection or claims 1 and 4 under 35 U.S.C. 102(b) as being anticipated 
by Matsushita (JP 05-069182 A) is requested. 

Applicant notes thac anticipation requires the disclosure, in a prior iirt reference, of each 
and every limitation as set forth in the claims.^ There must be no difference between the claimed 
invention and reference disclosure for an anticipation rejection under 35 U.S.C. §102. To 
properly anticipate a claim, the reference must leaeh every clement of the claim,"* "A claim is 
anticipated only if each and every clement as »ci forth in the clain) is found, either exptx:ssly or 
inherently described, in a single prior art leference".^ 'The identical invention must be shown in 
as complete detail as is contained in the . . .ciaim/'^ In determining anticipation, no claim 
limitation may be ignored/* 

The Examiner asserts that Matsushita discloses a process of printing a cream solder on a 
circuit substrate with a mcUil terminal formed on the back surface, and a process of ixrforming 
solder joining using a laser beam, 

AppHcunLs submit that Matsushita is identical co what is mentioned as conventional or 
background ait in the present specification, and that MatuSushiia does not represent Applicants* 
disclosed or claimed invention. 



^ TUanUtm Mctala Corp. v. Bannir, 227 USPQ 773 (heU. Cir. iy«5). 

- Scrifjpn Ctinw and Resi-arch Fuumhuiun v. Geriemedt, huu, IS USPQ2J tOOi (Fed. Clr. 1991). 
^ »WM?FP§ 2131. 

Vfalriituil Hro.K. v. Urmm Qif Co. I.JSl>02«j 1053 (HeO. Cir. 1987). 

^ Rkiwrdnon v. ti^zuki Mott^r Co,,\> L)^VQ2^ 1913, 1920 (Fctl. Cir. 1989). 
* Prir-TeT, im:. v. Arnrmrr Corp., 14 TJ.SrQ2rI Ift7 (Pcfl, Clr. 
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Applicanti^' discloi^cd and claimed invention involves a semiconductor part with a itieiaJ 
icrminal formed on not only on the back surface, but also on the side surface of the 
jicjniconductor port, and also that the side surface is used ils a target of solder joining by 
irradiating ihe side portion of the meta] tcrjniiial with a liiscr beam on. 

In contrast, MaLsushita discloses a process of «oldcr jointing by irradiating laser beam on 
tlic surface 7 of electrode 6» und also discloses black coating 4 (flux which is mixed willi a black 
substance, e.g., graphite) that is chosen to be black for heat absorption reasons. Even if electrode 
(lead) 6 is equivalent to the metal terminal as claimed, it only comprises laser beam irradiation 
on a metal terminal, and does not comprise laser beam irradiation on the side surface of the metal 
terminal as is claimed in independent claim 1 , 

By way of further distinction over the applied art, the significance of irradiating a laser 
beam only on the side surface is discussed below. 

The applied art discloses the process of solder joijiting a lead that is sticking out fnmi the 
semiconductor part. The disclosed and claimed invention is a process of solder Joining a 
component that \\'d% no lead sticking out from the semiconductor part; instead, the electrode is 
layered on both the back surface and the side surface ct the component body. 

The electrode of the targeted component is present on both tlic back surface and the side 
surface^ and to make an effective solder joint, it is necessary to solder {ic,^ *'wct the solder") on 
both the back surface and the side surface. 

The laser beam irradiated on the side surface heats the component body and melts tlic 
solder on the back surface through thermal conduction, which makes it possible to solder the 
electrode on the buck surface. 

The side is solder jointed by inducing (^'sucking up'*) the melted solder on the back 
surface. In order to do Qiis, it is ncc^Asary to bring the temperature of the side surface above the 
melting point of the solder. By irradiating the side .surface, the electrode on the side surface is 
heated to high temperanire, which makes it less difficult lo draw up the solder to Joint die side 
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surface. Thus* irradiating laser beam on the side 5>urf;ice enables soldering boih the back surface 
and the side surfiice simultaneously and with ease. This is a significant factor involved with 
irradiating the side surface. 

In addition, cream solder can only be provided on tiie subsstruie side (the back surface), 
and the back surface can be soldered by thermul conduction. However^ since the side surface is 
not provided witlt solder, it must be soldered by inducing (sucking up) the solder, meUed on the 
back sSUifnce, and induced up the side surface. 

Specifically, the applied an does not disclose a method of soldering a semiconductor part, 
which includes, among other features, mounting a semiconductor part in which a metal 
Terminal is formed on a back surface and a side surface on stiid cream solder so that only a back 
surface portion of said mclal terminal is in contact with said cream solder; and performing solder 
joining of said land and said semiconductor part by irradiating a side surface portion of said 
metal terminal with laser beams*', as recited in independent claim 1 . 

Tn addition, the applied art docs not disclose a mounted structure of a semiconductor part, 
wherein, among other features* '\.,on a land of a circuit substrate, a semiconductor part having a 
metal temiinal on a back surface and a side surface is mounted, via a cream solder printed on 
said land, so that almost all area of said land is opposed to a mounting surface of said 
semiconductor part and said land and said semiconductor part arc solder jointed. . as recited in 
independent claim 4. 

Accordingly, since the applied art does not disclose all the claimed features of 
ijidependent claims 1 and 4, reconsideration and allowance of claims M are respectfully requested. 

Anticipation Rejection Over Takanashi etaL 

Withdrawal of of the rejection of claims 1-4 under 35 U.S.C. 102(b) as being anticipated 
by Takanashi et al. (US 5842627) is requested. The legal requirements for anticipation have 

been set forth above. 

The Examiner asserLs that Takanashi et al. di.sclose a process of printing a cream solder 
on a circuit substiale with u melal terminal fontied on llie back surface, and a process of 
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performing solder joining vising a laser beam. Tho Examiner further asserts that Takanashi ct al 
disclose supplying cold air lo the ijurface. 

Applicants submit that Takonashi cc aL is identical to what is mentioned as conventional 
or background ait in the prcseni: specification, and that Takaoashi ei al. does not represent 
Applicants' disclosed or claimed invention, as discussed above with respect to Matsmshita. 

Arguably* Takanashi ci aL mention supplying cold air» but the applied art only discloses 
lhat it forces cooling the melted 5ioWer below its melting temperature. 

in contrast, the disclosed and claimed invention is further distinguished over Takanashi et 
al. by the fact that cooling air is supplied to the surface of the semiconductor part without a metal 
terminal formed thereon, t.e?., a different surface from the location of soldering. Further* 
temperature conditions are sei .so Lhat ii dirfcrence between a temperature nc»r tl'^c mctul terminal 
which is irradiuled with (he Iviser beam and a temperature near the surface which is supplied with 
cold air is maintained within a prescribed temperature range. 

Specifically, the applied art does not di.<;close a method of soldering a semiconductor part, 
which includes, among other features, "'...mounting a semiconductor part in which a metal 
tenTiiual is formed on a back surface and a side surface on said cre«im solder so that only a back 
surface portion of said incLul terminal is iu contact witli said cream solder; and performing solder 
joining of said land and Sdcid semiconductor part by irradiating a side surface portion of said 
metal terminal with laser beams^'. us recited in independent claim 1. 

In addition* the applied art docs not disclose a mounted structure of a semiconductor pait, 
wherein, among other feature^i, "...on a land of a circuit substrate, a semiconductor part having a 
mcial icnninal on a back surface and a side surface is mounted, via a cream solder printed on 
said land, that almost all area of sa.id land is opposed to a mounting surface of said 
.semiconductor part and said land and said semiconductor pan are solder jointed. . as recited in 

independent claim 4. 

The dependent claims further distinguish over the applied act. For example, the applied 
ait docs not disclose the mcdiod of claim 2 which further includes, "...In said step of perlbrming 
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solder Joining, cold air is supplied to a surface of said semiconductor pari on which iSaid metal 
terminal is not Ibrmed", a^i recited. 

Accordingly, since the applied ait does not disclose all the claimed featuress of 
independent claims 1 and 4, reconsideration and allowance of claims 1-4 cire respectfully requested. 



New claims 5-9 have been dmftcd to avoid the applied art and to further define Ihe 
claimed invention using alternative claim language. No oew matter is involved with any new 
claim. Consideration and allowance of new claims 5-9 are j'e^ipectfully requested. 



In view of the above amendment, applicant believes that each of pending claims 1-9 of 
this application are in immediate condition for allowance. An early indication of the same would 
be appreciated » 

In the event the Examiner believes tliat an interview would be helpful in resolving any 
outstanding issues in this case> the undersigned attomey is available at the telephone number 
indicated below* 

Applicants believe that no fee is due witli this response. However, if a fee is due, please 
charge CBLH Deposit Account No. 22-01 85, under Order No. 22040-00034-US 1 from which 
the undersigned is authorized to draw. 



New Claims 



Conclusion 



Respectfully submitted. 




LaiTy J. Hume 



Registration No.: 44 J 63 



CONNOLLY BOVE LODGE & HUTZ LLP 
1990 M Sti:eel> N. W„ Suite 800 
Washington, DC 20036-3425 
(202) 331-7111 
(202) 293-6229 (Fax) 
Attorney for Applicant 
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